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USPTO Issues Revised Guidance on Patent
Eligibility     
By Richard J. Oparil, W. John McKeague, Ph.D. and 
Matthew D. Zapadka

The U.S. Patent and Trademark Office (PTO) has released
revised its Interim Guidance on Patent Subject Matter
Eligibility to be used in determining patent eligibility under

35 U.S.C. § 101.1  The Guidance is based on the Supreme
Court's holdings in the Alice v. CLS Bank, Association for
Molecular Pathology v. Myriad Genetics, and Mayo v.
Prometheus cases, all relating to judge-made exceptions
that preclude issuing patents covering laws of nature,
natural phenomena, or abstract ideas. It supplements the
June 25, 2014 guidelines in view of Alice and supersedes
the March 4, 2014 guidelines produced in light of Mayo
and Myriad. The Guidance outlines the procedure to be
used by examiners to determine if a claim is eligible for
patent protection. Claims are now subject to a two-step
test to determine eligibility.
 
Under the first step of the Guidance, a claim is analyzed to
determine if it is "directed" to a judicial exception, which is
less stringent than the standard set forth in the prior
guidelines. Previously, a claim that merely "involved" a
judicial exception was given greater scrutiny. This revision
in the Guidelines is important because nearly all claims at
least involve a naturally occurring element or abstract
idea. For example, a patent claim directed to electronics
with gold contacts "involves" a judicial exception because
the claim requires a naturally occurring element but the
claimed electronics are not "directed" to a judicial
exception. If the claim is "directed" toward a judicial
exception, then the PTO must conduct the second step of
the eligibility test, namely, determining if the claim recites

EDITORIAL TEAM

Principals

Kevin M. Bell
202.517.6325
kmbell@pbnlaw.com

Scott A.M. Chambers, Ph.D.
202.517.6324
sachambers@pbnlaw.com

Richard J. Oparil
202.517.6323
rjoparil@pbnlaw.com

Counsel 

Matthew J. Laskoski
202.517.1919
mjlaskoski@pbnlaw.com

W. John McKeague, Ph.D.
202.517.6320
wjmckeague@pbnlaw.com

Associates

B. Dell Chism
202.517.6314
bdchism@pbnlaw.com

 
Caroline C. Maxwell
202.517.1988
ccmaxwell@pbnlaw.com

http://r20.rs6.net/tn.jsp?f=001e3pAP8xwhbk5_yfYIAzxh3GHUI8FHvQpydffoOH8DugbSudHAUdRNs7LxG9-Vmg2zznYo2vTv2-eTfbx6cc0NoUcjMaChrMxCqICebDjMPOoGYjKOfpsLkTgEjG7t2Zz-Ukfg9H7mwVgQdocsk2BAnOmvVIwhtmXI4t3HvwM1E9M32h6TuZ354VqIF9LZHaTlo-9mu5yEYG7D10FPc8osHFdLYCK-JdxITTYTWxe1Kw=&c=&ch=
http://r20.rs6.net/tn.jsp?f=001e3pAP8xwhbk5_yfYIAzxh3GHUI8FHvQpydffoOH8DugbSudHAUdRNs7LxG9-Vmg2zznYo2vTv2-eTfbx6cc0NoUcjMaChrMxCqICebDjMPOoGYjKOfpsLkTgEjG7t2Zz-Ukfg9H7mwVgQdocsk2BAnOmvVIwhtmXI4t3HvwM1E9M32h6TuZ354VqIF9LZHaTlo-9mu5yEYG7D10FPc8osHFdLYCK-JdxITTYTWxe1Kw=&c=&ch=
http://r20.rs6.net/tn.jsp?f=001e3pAP8xwhbk5_yfYIAzxh3GHUI8FHvQpydffoOH8DugbSudHAUdRNi7MMZjYGvBwIES5uMrVMCKtJKdLxix1obYIFAivwAhAG4WWOnKleokTABZ4CVrP_ia7kc1kpWS5Qx1WNWXQR2oenQxeVP9w68D-6XFUxQe1cx6t20Sm1FwidltTmESlPV6O7G7-8nPUUxN3n5leepo=&c=&ch=
mailto:kmbell@pbnlaw.com
http://r20.rs6.net/tn.jsp?f=001e3pAP8xwhbk5_yfYIAzxh3GHUI8FHvQpydffoOH8DugbSudHAUdRNi7MMZjYGvBwsCodzrro_iiJYHt3QhxMX8_rhNyLxMKiZtaV89olhBnN_SfOuLnXQjMl4HE7dgEG4i9TV8ny1WfEkl3xvucl4k0pbIiqwo6K6EGde5C7sD1YUd0xWU3e-5fE127Kcv8LHrGGYd6fTsMAfCscM5YDsA==&c=&ch=
mailto:sachambers@pbnlaw.com
http://r20.rs6.net/tn.jsp?f=001e3pAP8xwhbk5_yfYIAzxh3GHUI8FHvQpydffoOH8DugbSudHAUdRNi7MMZjYGvBwoe8tPS4ZZVXNYq_H4CQ31WnV4fS2UBm7NvfSsFuppgnWlMWgQsUdnOGF8fHg_RqH60AsKnKvT1ObGgX-xSmgtSnjCgRVG7ZtxFBJOhhVmrsRlHMmwn2E7E8TznRmDolKrAU4bL_mx0FqlL5xCYsrgw==&c=&ch=
mailto:rjoparil@pbnlaw.com
http://r20.rs6.net/tn.jsp?f=001e3pAP8xwhbk5_yfYIAzxh3GHUI8FHvQpydffoOH8DugbSudHAUdRNi7MMZjYGvBwYGapjrOMf07By_VjJTQxiHbbj2rJjQPppjrE44HLMZBTXtOGD3Wmqc8oYurDYJEOtbiiEjsz-et3e2tPzrRmUBbRNrBItpWenS1uhFSXjhqALJDgRH51PaWfPx4bZgHNnGPnJxaWp9wvtj-Z-LDOIw==&c=&ch=
mailto:mjlaskoski@pbnlaw.com
http://r20.rs6.net/tn.jsp?f=001e3pAP8xwhbk5_yfYIAzxh3GHUI8FHvQpydffoOH8DugbSudHAUdRNgq_5YbsOTyoe1jHhDzm0Hfv_gkkp2Db6dqc-e0wXhC6Bsr37l5MtXQvYgpDHCRJ-g5cu_4HXeL8XFmU9bM5pnRw3_xGtGukKOayVVbaQjet35YDJDJCjPnYP1-TqLZXkmtClkr5ENeCLOZ-hPAMi0HrFA7fCN7U2g==&c=&ch=
mailto:wjmckeague@pbnlaw.com
http://r20.rs6.net/tn.jsp?f=001e3pAP8xwhbk5_yfYIAzxh3GHUI8FHvQpydffoOH8DugbSudHAUdRNi7MMZjYGvBwh5P89Xiid4IzIrznnbIJgp917Oxz8Kof0ozAfLjtDneRK6lY8QF9q9bnWcouuGV9AhYWHRT1bWm4mim48s0uafV2Xz4OnZArQOeSI8E4JYpEoRlxP-B9HiVzWUBHd68niEnbkmDv_CM=&c=&ch=
mailto:bdchism@pbnlaw.com
http://r20.rs6.net/tn.jsp?f=001e3pAP8xwhbk5_yfYIAzxh3GHUI8FHvQpydffoOH8DugbSudHAUdRNn0YqI0wKwhr-B6VoH8ALkeNsB9o-VqHJQg4JV_viobtez6ykXNbCenHRXdxVBOvMUN29DeByd_UsZlZJyBlIr66wApxYihZrEl2XVqGyzTYkfbVmBfiVP1r8y6CTSCTIC8uQEJb04NA9CDcGKUd2nmuGK4AfmciXA==&c=&ch=
mailto:ccmaxwell@pbnlaw.com


additional elements that amount to "significantly more"
than the exception.

Updates to the Eligibility of Abstract Ideas

The Guidance identifies multiple examples of claims that
are considered to fall under the abstract idea exception.
These examples include fundamental economic practices,
certain methods of organizing human activities, an idea "of
itself," and mathematical relationships/formulas. These
types of patent claims frequently relate to software or
business methods.
 
In a particular example, the Guidance states that
"[i]ntermediated settlement, like risk hedging ..., is not a
preexisting fundamental truth but rather is a longstanding
commercial practice (a method of organizing human
activity)." This excerpt does not directly quote the Court
and will likely ensnare more claims in the "abstract idea"
judicial exception than the Court intended. In Alice, the
Court held that "a fundamental economic practice long
prevalent in our system of commerce," triggered the
judicial exception, and not a "longstanding commercial
practice." A commercial practice casts a wider net than
what the Alice Court envisioned because a longstanding
commercial practice is not necessarily one that is
fundamental or prevalent. It is also unclear what makes a
practice "longstanding." 

Once a claim is considered to be an abstract idea, the PTO
will then examine the claim to see if it has additional
elements that add significantly more to the abstract idea.
Some examples of characteristics that add "significantly
more" to a claim include improvements to another
technology or technical field, improvements to the
functioning of a computer itself, or the application of a
judicial exception with, or by use of, a particular machine.
The Guidelines suggest that certain software claims will
continue to be eligible for patent protection.

Updates to the Eligibility of Nature-Based Products

Another difference in the Guidance compared to the PTO's
prior guidelines is the determination of whether a claim
falls under a "product of nature" exception. The
determination that the claim is directed toward a product
of nature is now separate from the determination of
whether the claim adds "significantly more" to a product of
nature.
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During the analysis, the characteristics of the nature-
based claim are first compared to the characteristics of the
components in their natural state. If the claimed
characteristics are not "markedly different" than the
natural product's structure, function, or other properties,
then the claim is directed toward a natural product.
Claimed products that combine two natural elements are
no longer automatically classified as a natural product. The
Guidance also benefits patent applicants because the
analysis now acknowledges that even small changes from
nature can make a claim eligible for patenting.
 
If the claim is not markedly different from that which
occurs in nature, it must then be analyzed to determine if
the other claim limitations or the claim as a whole, add
"significantly more" than what exists in nature. A claim
directed toward a natural product adds "significantly
more" when the claim adds specific limitations other than
what is well-understood, routine and conventional in the
field, or adds unconventional steps that confine the claim
to a particular useful application.

The Guidance provides a set of examples based on
previous decisions by the Supreme Court and the Federal
Circuit. However, the Guidance is also clear that the PTO
will consider claims on a case-by-case basis. This will
require careful claim drafting because the future
application of the Guidance is uncertain.
____________________
1 "Whoever invents or discovers any new and useful
process, machine, manufacture, or composition of matter,
or any new and useful improvement thereof, may obtain a
patent therefor, subject to the conditions and
requirements of this title."
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